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DETAILED ACTION 
Notice to Applicant 

1 . This comnnunication is in response to tlie Amendnnent filed on 1 2/1 9/08. Claims 
1-2, 5-18, 19-35, 36-53, 54-56, 58-64, 65-77, and 79-80 are pending. 

Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, macliine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

3. Claims 21-23, 38-39, 40-53, 56, 58-65, 67, 69-75 and 79-80 are rejected under 
U.S.C. 101 because the claimed invention is directed to non-statutory subject matter. 

Claims 21-23, 38-39, 40-53, 56, 58-65, 67, 69-75 and 79-80 recite a process 
comprising the steps of investing, selecting, and arranging. Based on Supreme Court 
precedent, a proper process must be tied to another statutory class or transform 
underlying subject matter to a different state or thing {Diamond v. Diehr, 450 U.S. 175, 
184 (1981); Parkery. Rook, 437 U.S. 584, 588 n.9 (1978); Gottschalkv. Benson, 409 
U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780,787-88 (1876)). Since neither of 
these requirements is met by the claim, the method is not considered a patent eligible 
process under 35 U.S.C. 101 . To qualify as a statutory process, the claim should 
positively recite the other statutory class to which it is tied, for example by identifying the 
apparatus that accomplished the method steps or positively reciting the subject matter 
that is being transformed, for example by identifying the material that is being changed 
to a different state. 
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Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or deschbed as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1 , 5-21 , 22-35, 40-53, 54-58, 65-69 and 74-80 are rejected under 35 
U.S.C. 103 (a) as being unpatentable over Joao (6,347,302), Bell et al (6,574,606) in 
view of Joseph (2001/0034690). 

As per claim 1 , Joao discloses identifying a lease on an item that corresponds to 
an electronicallv stored record, the lease having an approaching expiration date (See 
Joao Col. 16, lines 49-37 to Col. 17, line 33), identifying a customer corresponding to the 
lease (See Joao, Col.1 1 , lines 43-67). 

Joao does not explicitly disclose a method for encouraging the purchase or re- 
leasing of an item after an expiration of a lease. 

However, this feature is known in the art, as evidenced by Joseph. In particular, 
Joseph suggests a method for encouraging the purchase or re-leasing of an item after 
an expiration of a lease (See Bell Col. 3, lines 1 8-67 to Col.4, lines 1 1 -51 ). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have included the feature of Bell within the system of Joao with the 
motivation of providing a hyperlink to the merchant loyalty service provider website from 
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the merchant website whereby the customer can access the merchant loyalty service 
provider web site directly from the merchant web site (See Bell, Col.1 , lines 51 -55). 

Joao and Bell disclose all of the limitations above. Joao and Bell do not explicitly 
disclose offering the customer a paid insurance policy in exchange for purchasing or re- 
leasing the item after the expiration date. 

However, this feature is known in the art, as evidenced by Joseph. In particular, 
Joseph suggests offering the customer a paid insurance policy in exchange for 
purchasing or re-leasing the item after the expiration date (See Joseph, Page 5, 
Paragraphs 0045 -0047). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have included the feature of Joseph within the collective teachings of Joao 
and Bell with the motivation of providing a method for facilitating transfer of vehicle 
leases between parties involves providing a database of vehicle lease records' 
concerning vehicle leases available for transfer (See Joseph, Page 1 , Paragraph 0009). 
Furthermore, Examiner interprets "The banner ad will offer the customer a loyalty 
benefit, such as the opportunity to receive her next widget free. Alternatively, depending 
on the nature of the merchant's business, the offer may be for free shipping, a 
percentage or specific dollar amount discount, enhanced warranties, or free accidental 
death insurance, traveler's insurance, or term life insurance. Fig. 2 illustrates an example 
of an offer for a free widget for purposes of illustration. Additionally, instead of a banner 
ad, text 22 may be code or hypertext as is well known in the art (See Bell, Col. 2, lines 
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As per claim 5, Joao discloses the method wherein the insurance policy covers 
the item upon a completion of the purchase of the item by the customer (Col. 6, lines 7- 
57). 

As per claim 6, Joao discloses the method further comprising: entering into a 
sales agreement with the customer (Col.1 1 , lines 22-60). 

As per claim 7, Joao discloses the method, further comprising: paying a premium 
to an insurance provider for the insurance for the item (Col.1 1 , lines 66-67 to Col.1 2, 
line 54). 

As per claim 8, Joao discloses the method wherein the insurance policy has a 
maximum term of one year (Col.1 8, lines 11-30). 

As per claim 9, Joao discloses the method wherein the item is an automobile of 
a particular make and a model (Col.1 1 , lines 32-42). 

As per claim 10, Joao discloses the method wherein the insurance policy covers 
comprehensive losses relating to the item (Col.1 2, lines 39-67). 
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As per claim 1 1 , Joao discloses the method wherein the insurance policy covers 
collision losses relating to the item (Col. 12, lines 39-67). 

As per claim 12, Joao discloses the method wherein the insurance policy is 
provided without consideration of further characteristics of the buyer by an insurance 
provider (Col.9, lines 15-67, Col.34-53). 

As per claim 13, Joao discloses the method wherein tile insurance policy covers 
all users of the item (Col.9; lines 15-67). 

As per claim 14, Joao discloses the method wherein said offering further 
comprises paying at least a portion of the insurance premium for the insurance policy 
(Col.9; lines 25-67, Col. 14, lines 29-65). 

As per claim 15, Joao discloses the method wherein said paying further 
comprises: paying the insurance premium to an affiliate for the insurance policy (Col. 
13, lines 34-67; Col. 14, lines 29-67). 

As per claim 16, Joao discloses the method wherein the insurance premium is 
the same for each of a class of items to which the item belongs (Col. 6, lines .7-67). 
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As per claim 17, Joao discloses the method wherein the customer must reside in 
a selected geographic region to receive the insurance (Col. 6, lines 7-67). 

As per claim 18, Joao discloses the method wherein the insurance is provided 
based on a class of the item and a geographic region which the customer resides, 
without consideration of further characteristics of the buyer by an insurance provider 
(Col.6, lines 7-67). 

As per claim 19, Joao discloses means for identifying a lease on an item, the 
lease having an approaching expiration date (See Joao, Col.1 1 , lines 43-67), means for 
identifying a customer corresponding to the lease (See Joao, Col.1 1 , lines 43-67); an 
apparatus for encouraging a purchase of an item after an expiration of a lease for the 
item See Bell Col.3, lines 18-67 to Col.4, lines 11-51). 

Joao and Bell do not explicitly disclose means offering the customer a paid 
insurance policy in exchange for purchasing or re-leasing the item after the expiration 
date. 

However, this feature is known in the art, as evidenced by Joseph. In particular, 
Joseph suggests means offering the customer a paid insurance policy in exchange for 
purchasing or re-leasing the item after the expiration date (See Joseph, Page 5, 
Paragraphs 0045 -0047). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have included the feature of Joseph within the collective teachings of Joao 
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and Bell with the motivation of providing a method for facilitating transfer of vehicle 
leases between parties involves providing a database of vehicle lease records 
concerning vehicle leases available for transfer (See Joseph, Page 1 , Paragraph 0009). 

As per claim 20, Joao discloses a processor (See Joao, Co1 .11, lines 22-31 ), 
and a memory in communication with the processor, the memory for storing a plurality 
of processing instructions enabling the processor to: identify a lease on an item the 
lease having an approaching expiration date (See Joao, Col. 15, lines 49-67 to Col. 16, 
line 65), identify a customer corresponding to the lease (See Bell, Col .15, lines 49-67 to 
Col .16, line 65); an apparatus for encouraging a purchase of an item after an expiration 
of a lease for the item (See Bell Col.3, lines 18-67 to. Col.4, lines 11-51). 

Joao and Bell do not explicitly disclose provide an offer to the customer for an 
insurance policy for the item in exchange for purchasing the item after the expiration 
date. 

However, this feature is known in the art, as evidenced by Joseph. In particular, 
Joseph suggests provide an offer to the customer for an insurance policy for the item in 
exchange for purchasing the item after the expiration date (See Joseph, Page 5, 
Paragraphs 0045 -0047). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have included the feature of Joseph within the collective teachings of Joao 
and Bell with the motivation of providing a method for facilitating transfer of vehicle 
leases between parties involves providing a database of vehicle lease records 
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concerning veliicle leases available for transfer (See Joseph, Page 1 , Paragraph 0009). 

Claim 21 differs from claims 1 and 19-20 by reciting a computer-readable 
medium encoded with processing instructions for implementing a method, performed by 
a computer, for encouraging a purchase of an item after an expiration of a lease for the 
item. 

As per this limitation, it is noted that Joao discloses the method comprising: 
identifying a lease on an item, the lease having an approaching expiration date, 
identifying a customer corresponding to the lease (See Joao, Col .1 1 , lines 43-67); 
performed by a computer, for encouraging a purchase of an item after an expiration of a 
lease for the item (See Bell Col. 3, lines 18-67 to Col .4, lines 11-51) and Joseph 
discloses offering the customer an insurance policy for the item in exchange for 
purchasing the item after the expiration date (See Joseph, Page 5, Paragraphs 0045- 
0047). 

Thus, it is readily apparent these prior art systems utilize a computer-readable 
medium encoded with processing instructions for implementing to perform their 
specified function. 

The remainder of claim 21 is rejected for the same reason given above for claims 
1, and 19-20, and incorporated herein. 
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Claim 58 differs from claims 1 and 19-20 by reciting a method operable on a 
computer for providing an incentive incident to the purchase or re-lease of an 
automobile. 

As per this limitation, it is noted that Joao discloses comprising the steps of: 
identifying a plurality of automobile models for which it is identifying a plurality of leased 
automobiles, each of said leased automobiles comprising one of said plurality of 
automobile models, each of said plurality of leased automobiles owned by a respective 
lessee, each of said plurality of leased automobiles scheduled to come off lease on an 
approaching expiration date (See Joao Col .1 1 , lines 22-67, Col .12, lines 26-67 to 
Col .14, line 65), initiating to the lessee of each of said plurality of leased automobiles 
an offer to pay at least a portion of an insurance premium for an automobile insurance 
policy covering said current lessee for the currently leased automobile if the lessee 
purchases or releases the currently leased automobile upon the expiration date (See 
Joao, Col .9, lines 8-67), paying, upon the purchase or re-lease of at least one of said 
plurality of leased automobiles by a current lessee, at least a portion of the cost of the 
automobile insurance policy covering said current lessee for the purchased or re-leased 
automobile (See Joao, Col. 9, lines 8-67); an incentive to encourage the sale or re-lease 
of said plurality of automobile models (See Bell, Col .3, lines 1 8-67 to Col .4, line 51 ); 
and Joseph discloses initiating the issuance of said automobile insurance policy 
covering said current lessee covering said current lessee for the purchased or re-leased 
automobile (See Joseph, Page 4, Paragraphs 0043- 0044). 
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Thus, it is readily apparent tliese prior art systems utilize a computer for 
providing an incentive incident to the purchase or re-lease of an automobile to perform 
their specified function. 

The remainder of claim 58 is rejected for the same reason given above for claims 
1 and 19-20, and incorporated herein. 

Claims 65-69 and 74-77 recite the same limitations as claim 58 above, are 
therefore rejected under the same rationale. 

Claim 79 recites the same limitations as claim 77 above, is therefore rejected 
under the same rationale. Furthermore, Examiner interprets "The banner ad will offer 
the customer a loyalty benefit, such as the opportunity to receive her next widget free. 
Alternatively, depending on the nature of the merchant's business, the offer may be for 
free shipping, a percentage or specific dollar amount discount, enhanced warranties, or 
free accidental death insurance, traveler's insurance, or term life insurance. Fig. 2 
illustrates an example of an offer for a free widget for purposes of illustration. 
Additionally, instead of a banner ad, text 22 may be code or hypertext as is well known 
in the art (See Bell, Fig. 3; Col. 2, lines 56-67). Therefore, it would have been obvious to 
one of ordinary skill in the art at the time of the invention to have included the features 
of Bell within the collective teachings of Joao, Joseph and Ryan with the motivation of 
providing a customer loyalty benefit offer related to the customer in response to the 
acceptance (See Bell, Co1.1, lines 55-61). 
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As per claim 80, Ryan discloses the method wherein the qualification window is 
based on an expiration date no more that 6 months from the date of the identifying 
lease used to populate the pool of potential qualifying leases occurs (The Examiner 
interprets monthly lease payment, and lease term as a form of window is based on an 
expiration date no more that 6 months from the date of the identifying lease used to 
populate the pool of potential qualifying leases occurs See Ryan, Page 4, Paragraph 
0043). 

Claims 22-35 and 40-53 recite the underlying process of the elements of claims 
5-18, and respectively. As the various elements of claims 5-18 have been shown to be 
either disclosed by or obvious in view of the collective teachings of Joao, Bell and 
Joseph, it is readily apparent that the apparatus disclosed by the applied prior art 
performs the recited underlying functions. As such, the limitations recited in claims 22- 
35 and 40-53 are rejected for the same reasons given above for system claims 5-18, 
and incorporated herein. 

Claims 70-73 recite the underlying process of the elements of claims 59-63, and 
respectively. As the various elements of claims 59-63 have been shown to be either 
disclosed by or obvious in view of the collective teachings of Joao, Bell and Joseph, it is 
readily apparent that the apparatus disclosed by the applied prior ad performs the 
recited underlying functions. As such, the limitations recited in claims 70-73 are rejected 
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for the same reasons given above for system claims 59-63, and incorporated lierein. 

6. Claims 2, 38-39 and 56 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Joao (6,347,302), Bell et al (6,574,606) in view of Ryan et al 
(6,304,859). 

As per claim 2, Joao discloses identifying a customer record electronicallv stored 
having a lease on an item, the lease having an approaching expiration date (See Joao 
Co1 .16', lines 49-67 to Col. 17, line 33), and determining a term for an insurance policy, 
the insurance policy having an insurance premium at most equal to the difference (See 
Joao Col.7, lines 66-67 to Col.8, line 67). 

Joao does not explicitly disclose a method for encouraging the purchase or re- 
leasing of an item after an expiration of a lease. 

However, this feature is known in the art, as evidenced by Joseph. In particular, 
Joseph suggests a method for encouraging the purchase or re-leasing of an item after 
an expiration of a lease (See Bell Col .3, lines 18-67 to Col .4, lines 11-51). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have included the feature of Bell within the system of Joao with the 
motivation of providing a hyperlink to the merchant loyalty service provider website from 
the merchant website whereby the customer can access the merchant loyalty service 
provider web site directly from the merchant web site (See Bell, Col .1 , lines 51 -55). 
Joao and Bell do not explicitly disclose calculating a difference between an actual 
residual value and a projected residual value of the item; and if the customer purchases 
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or re-leases the item at tlie expiration of tlie lease, paying the insurance premium on 
behalf of the customer for the term of the insurance policy. 

However, these features are known in the art, as evidenced by Ryan. In 
particular, Ryan suggests calculating a difference between an actual residual value and 
a projected residual value of the item (See Ryan, Co1 .6, lines 5-67), and if the customer 
purchases or re-leases the item at the expiration of the lease, paying the insurance 
premium on behalf of the customer for the term of the insurance policy (See Ryan, Col. 
6, lines 5-67). 

It would have been obvious to one of ordinary skill in the ad at the time of the 
invention to have included the features of Ryan within the combined teachings of Joao 
and Bell with the motivation of providing a system performing three processes which 
ideally occur simultaneously, namely, 1 ) optimal premium determination, 2) current 
cash value monitoring, and 3) periodic reporting (See Ryan Co1.5, lines 16-19). 

As per claim 38, Joao discloses a computer-readable medium encoded with 
processing instructions for implementing a method, performed by a computer (See Joao 
Col .5, lines 38-67 to Col. 6, line 6), for encouraging the purchase of an item after an 
expiration of a lease for the item (See Bell, Col. 3, lines 18-67), the method comprising: 
identifying a customer having a lease on an item, the lease having an approaching 
expiration date (See Joao Col. 15, lines 49-67 to Col. 16, line 65). 

Joao does not explicitly disclose a method for encouraging the purchase or re- 
leasing of an item after an expiration of a lease. 
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However, this feature is l<nown in tlie art, as evidenced by Josepli. In particular, 
Joseph suggests a method for encouraging the purchase or re-leasing of an item after 
an expiration of a lease (See Bell Co1.3, lines 18-67 to Col .4, lines 11-51). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have included the feature of Bell within the system of Joao with the 
motivation of providing a hyperlink to the merchant loyalty service provider website from 
the merchant website whereby the customer can access the merchant loyalty service 
provider web site directly from the merchant web site (See Bell, Col .1 , lines 51 -55). 

Joao and Bell do not explicitly disclose calculating a difference between an actual 
residual value and a projected residual value of the item; determining a term for an 
insurance policy, the insurance policy having an insurance premium at most equal to 
the difference; and if the customer purchases the item at the expiration of the lease, 
paying at least a portion the insurance premium on behalf of the customer for the tern of 
the insurance policy. 

However, these features are known in the art, as evidenced by Ryan. In 
particular, Ryan suggests calculating a difference between an actual residual value and 
a projected residual value of the item (See Ryan, Col. 6, lines 5-67), determining a term 
for an insurance policy, the insurance policy having an insurance premium at most 
equal to the difference (See Ryan, Col. 6, lines 5-67) and if the customer purchases the 
item at the expiration of the lease, paying at least a portion the insurance premium on 
behalf of the customer for the tern of the insurance policy (See Ryan, Col .6, lines 5-67). 
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It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have included the features of Ryan within the combined teachings of Joao 
and Bell with the motivation of providing a system performing three processes which 
ideally occur simultaneously, namely, 1) optimal premium determination, 2) current cash 
value monitoring, and 3) periodic reporting (See Ryan Co1.5, lines 16-19). 

Claim 39 recites the same limitations as claim 38 above, is therefore rejected 
under the same rationale. 

Claim 56 recites the same limitations as claim 38 above, is therefore rejected 
under the same rationale. 

7. Claims 36-37 and 54-55 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Joao (6,347,302) in view of Ryan et al (6,304,859). 

Claim 36 differs from claim 3 by reciting an apparatus for encouraging the 
purchase of an item after all expiration of a lease for the item. 

As per this limitation, it is noted that Joao discloses means for identifying a 
customer having a lease on all item, the lease having an approaching expiration date 
(Col .11, lines 43-67), means for calculating a difference between all actual residual 
value and a projected residual value of the item; means for determining a term for an 
insurance policy, the insurance policy having an insurance premium at most equal to 
the difference (See Joao Col .7, lines 66-67 to Col .8, line 67) and Ryan discloses 
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means for calculating a difference between all actual residual value and a projected 
residual value of the item (See Ryan, Col. 6, lines 40-67., Co1.12, lines 1-67), and 
means for paying at least a portion of the insurance premium on behalf of the customer 
for the term of the insurance policy if the customer purchases the item at the expiration 
of the lease (See Ryan, Col. 13, lines 1-67 to Col. 14, line 67). 

Thus, it is readily apparent these prior art systems utilize an apparatus for 
encouraging the purchase of an item after all expiration of a lease for the item to 
perform their specified function. 

The remainder of claim 36 is rejected for the same reason given above for claims 
1-3, and 19-21, and incorporated herein. 

As per claim 37, Joao discloses a processor (Col.1 1 , lines 22-31 ), and a memory 
in communication with the processor, the memory for storing a plurality of processing 
instructions enabling the processor to: identify a customer having a lease on all item, the 
lease having an approaching expiration date (Col. 15, lines 49-67 to Col. 16, line 65), 
determine a term for an insurance policy the insurance policy having an insurance 
premium at most equal to the difference (See Joao Col. 7, lines 6637 to Col. 8, line 67), 
an apparatus for encouraging the purchase of an item after an expiration of a lease for 
the item (See Bell, Col .3, lines 18-67). 

Joao and Bell do not explicitly disclose calculate a difference between all actual 
residual value and a projected residual value of the item; and pay at least a portion of 
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the insurance premiunn on belialf of tlie customer for tlie term of tlie insurance policy, if 
tlie customer purcliases tlie item at tlie expiration of tlie lease. 

However, these features are known in the art, as evidenced by Ryan. In 
particular, Ryan suggests calculate a difference between all actual residual value and a 
projected residual value of the item (See Ryan, Col. 6, lines 5-67), and pay at least a 
portion of the insurance premium on behalf of the customer for the term of the insurance 
policy, if the customer purchases the item at the expiration of the lease (See Ryan, 
C0I.6, lines 5-67). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have included the features of Ryan within the combined teachings of Joao 
and Bell with the motivation of providing a system performing three processes which 
ideally occur simultaneously, namely, 1) optimal premium determination, 2) current cash 
value monitoring, and 3) periodic reporting (See Ryan Co1.5, lines 16-19). 

Claim 54 recites the same limitations as claim 36 above, is therefore rejected 
under the same rationale. 

Claim 55 recites the same limitations as claim 37 above, is therefore rejected 
under the same rationale. 
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Conclusion 

8. Any inquiry concerning tliis comnnunication or earlier comnnunications from tlie 
examiner sliould be directed to Vanel Frenel wliose teleplione number is 571-272-6769. 
Tlie examiner can normally be reached on 6:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Matthew S. Gart can be reached on 571-272-3955. The fax phone number 
for the organization where this application or proceeding is assigned is 571- 273-8300. 
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